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RESPONSE 



Sir: 



In response to the Office Action of August 8, 2002, Applicants provide the 
following remarks for entry in this application. This response is filed in 
accordance with 37 CFR 1.111. 

Presently, claims 1-17 are pending, though claims 7-11 and 13-17 have 
been withdrawn from consideration. 

As a first matter, Applicants acknowledge and thank the Examiner for 
allowing claim 6. 

Before addressing the specific rejections involved in this case, Applicants 
would like to clarify some things with regard to the Examiner's assertions in the 
present office action. 

The Examiner appears to erroneously take the position that a claim 
directed towards a composition comprising components would include a 
composition comprising the reaction products of said components, More 
particularly, the Examiner alleges that a composition comprising a diol and a 
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diisocvanate would Include a composition comprising th polyurethan being the 
reaction product of said components. 

Applicants are truly perplexed with regard the Examiner's statements 
regarding Ho. Under the standard of anticipation, Ho does not disclose the 
present invention. Ho must contain within its four comers a sufficient description 
to enable one to practice the invention of the rejected claims without undue 
experimentation or inventive skills. Akzo N.V. v, U.S. Intern, Trade Com'n, 1 
USPQ2d 1241, 1245 (Fed. Cir 1986). As set forth previously and as described 
by the Examiner, Ho does not anticipate the present invention. 

The interpretation of the claim language in Ho cannot be expanded to 
include any and all possible materials the words might read on, only the 
functional equivalents of what is disclosed in the specification. In re Donaldson 
Co., Inc. t 29 USPQ2d 1845 (CAFC 1994). Nothing in Ho discloses the diol and 
the diisocyanate as the coating composition . 

If there is not a reasonable certainty that the claimed subject matter will 
necessarily result, a rejection based on anticipation must fail. In re Brink, 164 
USPQ 247, 249 (CCPA 1970). In the present instance, nothing in Ho discloses 
the coating composition of the present invention having AS SEPARATE (NON 
REACTED) components a diol and diisocyanate.... and nothing in the Ho 
examples results in a coating composition having AS SEPARATE (NON 
REACTED) components, a diol and diisocyanante. 

A first Important difference between a composition comprising a diol and a 
polyisocyanate and a composition comprising a polyurethane lies in their 
respective viscosities. On the one hand, monomeric diols and isocyanates are 
usually low in viscosity and serve as diluents for a coating composition. On the 
other hand, polymers can be highly viscous or even be solid, depending on the 
molecular weight for a given polymer (J. Bentley. G.PA Turner, Introduction to 
Paint Chemistry, 4 th Edition, Chapman & Hall, 1998, p. 131, first full paragraph) 
(copy attached). The viscosity of a coating composition governs its application 
properties (Bentley et al., p. 93, last paragraph, p. 94, 1 st paragraph) (copy 
attached). In the present case and as set forth above, Applicants respectfully 
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requ st that it the Examiner maintains that the Ho reference anticipates the 
present inv ntion, sh specifically set forth, within th confines of a coating 
composition, how Ho could be applied to a substrate in the intermediary stage. 

A second difference between a composition comprising a diol and a 
polyisocyanate and a composition comprising a polyurethane lies in storage 
stability, A composition comprising a diol and a polyisocyanate increases in 
viscosity after mixing due to the reaction of the components and the composition 
thus has a pot life (Table 3 on p. 17 of the application). Conversely, a 
polyurethane is depleted of isocyanate groups and is storage stable for a long 
period of time without any change in properties. A skilled person is aware of the 
importance pot life has as a property of two pack paints (Bentley et al. v p. 100, 
paragraph titled "Drying by chemical reaction between ingredients in the paint"). 

A third difference is that a diol is a compound of a specified formula 
characterized by a special arrangement and connectivity of atoms, and by the 
presence of functional groups, namely two hydroxyl groups. In the reaction with 
polyisocyanate the hydroxyl groups are converted to urethane groups. In the light 
of the foregoing explanation it should be clear that the urethane resin thus 
prepared no longer comprises the diol as a compound with hydroxyl groups, but 
a polymer having urethane groups. 

Thus, a skilled person is very well aware of the differences between a 
composition comprising a diol and a polyisocyanate and a composition 
comprising a polyurethane. For coating compositions in particular, these 
differences are of great importance. Accordingly, a skilled person will not 
interpret a claim reading on a coating composition comprising a diol and a 
polyisocyanate as including a coating composition comprising the 
polyurethane being the reaction product of said diol and said 
polyisocyanate. 

Specifically, claims 1, 2, 4, 5, and 12 stand rejected for alleged 
anticipation by Ho. Applicants respectfully maintain their traverse of this rejection 
for at least the reasons set forth in previous responses, the remarks made above 
and for the following reasons. 
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Ho relates to water-based reactive two-part polyurethane compositions 
comprising a part A and a part B (col. 2, II. 18 - 22), and to non-aqu ous based 
compositions comprising a part A and a part B (col. 4, 1. 40 - col. 5, 1. 34). 

For aqueous-based two-part compositions, part A is an aqueous composition 
and optionally comprises 

(a) urethane prepolymer having hydroxy! functionality and, optionally, 

(b) a water-reducible first acrylic polymer having at least one hydroxyl group, 
and optionally further components, (c) - (h) (col. 2, 1. 38 - col. 3, 1. 41 ). 

Part B comprises a crosslinker selected from polyisocyanates, blocked 
polyisocyanates, and mixtures thereof (col. 3, II. 36-41). 

The Examiner erroneously alleges that in Example 8 and in Table 5, col. 
38 Ho discloses a coating composition to be used as clearcoat comprising 2- 
butyl-2-ethyt-1,3-propanediol v an isocyanate, and two polyol compounds. 

Conversely, Example 8 actually describes the preparation of a PUR 
(polyurethane^ dispersion used as component (a) in part A of the two-part 
compositions cited above (col. 30, II. 29 - 40). In Example 8 reference is made to 
the manner of Example 1. In Example 1 it is described that the reaction was 
allowed to run to completion [no residual isocyanate was detected by FTIR] (col. 
29,11.14-16). 

Ho discloses that the compositions formed by combining part A and part B 
can be used as coating composition (col. 23, II. 48 - 50). However, Ho does not 
disclose that the components used to prepare a polyurethane dispersion, 
such as the components of Table 5, can be used as a coating composition. 

Applicants again respectfully request that if the Examiner maintains her 
objection, that she specifically demonstrate how, under the established rules for 
defining a coating composition, how the components in Ho (not the resultant 
polyurethane dispersion) can be used as a coating composition. 

More particularly, we further maintain that the components of Example 8 in 
Table 5 cannot be used as coating composition as such, due to inherent 
instability, since they exotherm to 85°C. On the other hand, if one considers the 
polyurethane formed after the reaction was allowed to run to completion, It is 
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d plet d of isocyanate (col. 29, II. 14 - 16) and would not have this problem. 
Applicants request scientific support for the Examiner's contention that Inherently 
unstable components can be used as a coating composition. 

Ho does not disclose a coating composition according to instant claim 1. 
Accordingly, claim 1 and all depending claims of the current application are novel 
over Ho. 

Assuming arguendo that Ho disclosed even the polyols of instant claiml, 
the Examiner quotes the hydroxyl equivalent weights of the polyols used by Ho 
for the preparation of a polyurethane dispersion in Example 8. We presume that 
the Examiner is trying to demonstrate that the polyols used by Ho in Example 8 
in the preparation of a PUR dispersion meet the film-forming polymer of claim 1 
of the instant application. We would like to respectfully remind the Examiner that 
a hvdroxyl value expressed In ma KOH/a is different from a hvdroxvl equivalent 
weight (Nylen, Sunderland, Modem Surface Coatings, Interscience Publishers, 
1965, p. 58, copy attached). 

Polyol IV of Example 8 of Ho has a hydroxyl equivalent weight of 98 
g/equivalent 1 g of polyol IV thus contains 1/98, i.e. 0.0102 equivalents of 
hydroxyl groups. The equivalent weight of KOH is 56,100 mg/equivalent. In order 
to calculate the hydroxyl number of polyol IV one has to multiply the number of 
hydroxyl equivalents in 1 g of polyol, i.e. 0.0102, by the equivalent weight of 
KOH, i.e. 56,100. This corresponds to a hydroxyl number of 572.4 mg KOH/g of 
polyol IV of Example 8 of Ho. 

Polyol I has a hydroxyl equivalent weight of 72.9 g/equivalent This 
corresponds to a hydroxyl number of 769.5 mg KOH/g. 

Thus, neither polyol IV nor polyol I, used by Ho meet the film-forming 
polymer of instant claim 1 . 

The Examiner also rejects Claims 1 - 3, 5, and 12 for alleged anticipation 
by Mayer. Applicants respectfully traverse this objection. 

Mayer discloses a coating composition comprising a component (I) 
containing a binder and a component (II) containing a polyisocyanate. 
Component (I) comprises an acrylate copolymer and optionally a polyurethane 
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resin (col, 15, II, 56 - 67). The polyurethane resin may be prepared by r acting 
isocyanate-containing prepolym rs with compounds, which are reactive toward 
isocyanate groups (col. 12, II. 13 - 16). 2-butyl-2-ethylpropane-1,3-diol is 
mentioned as a suitable compound which is reactive with isocyanate groups (col. 
13,11.15-23). 

Mayer does not disclose a coating composition comprising a diol 
according to the formula of current claim 1 . 

Therefore, and in view of the explanation above, current claim 1 and all 
depending claims are not anticipated by Mayer. 

Finally, the Examiner rejects claim 3 as obvious under 35 (JSC § 103. 
Applicants respectfully traverse this objection. 

Claim 3 stands rejected for alleged obviousness over Ho. Ho notes the 
possible addition of a polyacrylate polyol to part A of the two-part composition 
(col. 16, II, 18 - 34). Part A of the two-part compositions of Ho can comprise 
components (a) - (h) for water borne compositions (col. 2, I. 38 - col. 3, I. 18) 
and components (a) - (g) for non-aqueous compositions (col. 4, 1. 39 - col. 5, 1. 
14). The optionally present polyacrylate polyol corresponds to component (b) of 
part A of said two-part compositions. 

However, none of the components (a) - (h) and/or (a) - (g) of part A corresponds 
to the diol according to the formula of instant claim 1 . 

Furthermore, as set forth above (concerning the difference between a 
composition comprising a diol and a polyisocyanate and a composition 
comprising a polyurethane which is the reaction product of the components), it 
should be realized that part A of Ho's two-part composition does not comprise a 
diol according to the formula of instant, claim 1, even if a polyurethane 
corresponding to component (a) is the reaction product of such a diol and 
isocyanates, 

Accordingly, including a polyacrylate polyol in part A of the two-part 
composition of Ho does not lead to the composition of instant claim 3. Therefore, 
claim 3 is not obvious in view of Ho. 
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In view of the amendments and remarks herein, the papers submitted 
previously, the pres nt application is believed to be in condition for allowance, 
which action is respectfully requested. 



Akzo Nobel Inc. 

Intellectual Property Dept 

7 Livingstone Avenue 

Dobbs Ferry, New York 10522-3408 

(914)674-5463 
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Jcian M. McGillycuddy 
Attorney for Applicants 
Reg, No.: 35,608 
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DRYING OttS 



saponification is collet* the ***** of alkali * <^ j"** 
aqueous hydrochloric acid in the presence of an add/teJe ^tor Con 

5* this extermination a blank teat ia ^ 
SuLcea, tat (a the abscne* of the sample. For details see 684. 
tosst and ASTM D 555-61. t .. ■ 

MinLt of the content of ester* in a substance, the «rer «te « 
sometimes quoted, to being the saponification value minus *c ^ ^ 
In the presence of labile compound* ««a « ketones, however, the ester 
value become* meaniagleM as a measure of ester content. 

ItettMHttli ***** J» ofl-s" table matter that, under the test NadttoM. 
i, apt converted to insoluble soaps by potassium or«odium hydride tat 

Stable ia the fat solvent. if. petroleum Cher or diethyl 
extraction. Included in uasaporufiebfc matter are, awrdto, hydrocarbons, 
hidhcr aliphatic alcohols and sterols. ' 

StoxvI value is a numerical measure of the content of free hydroxyl 
groups in an organic substance It is expressed a* the number o "■UP"' 
of potassium hydroxide equivalent to the hydroxyl content of 1 S oi the 

8U S l ttartandard method the sample is reacted with a pyridine solution of 
acetic anhydride which reacts accordingto the equation 



KOK + 



ROOCCMj + CKjCOOH 



C0>OC" 

After aeetytation is complete the excess anhydride is hydrolysed to acetic 
add vS5 is determined by titration with standard alcohol* potash 

"SS „l M is a numerical measure of the content of ethylcakally un. 
satumedeompoundsraanorgftmcsubsunceJ^^ 
Sta^eatotlated as weight units of iodine.vrt.fch weight umjo 
the substance take up under defined conditions, m other words, as the weight 

oercent of iodine. '. *' . . 

A weighed quantity of the substance is dissolved in an inert solvent such 
as chloroform or carbon tetrachloride, and * known quantity of a reagent 
L form of free halogen tTabto 3.IM) is added m ck«». 
After a definite reaction time a solution of potassium »od«to a ; added and 
the iodine liberated by the excess of halogen is diluted wrth standard 
thiosulphate solution, using starch as indicator. A blank determinauonts 
carried out concurrently under identical conditions but omittmg the 
Ste. For details sec i IS. 384-1*58, ASTM D 55*61. and Gardner and 

SW -?nt« »r* a number of method* for the feuratauta i of iodine value 
which differ in the type and quantity of halogen used, m the reaction tome. 
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